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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Disposition of Claims 

4) E3 Claim(s) 1-62,64 and 70-113 is/are pending in the application. 
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This Office action is responsive to the Amendment and Reply filed December 19, 
2006. With entry of the amendment, claims 1 -62, 64 and 70-1 1 3 are currently pending 
and under examination. 

Applicants' arguments, see page 32, filed December 19, 2006, with respect to 
the prior art rejections based on Welch et al and Falchi et al have been fully considered 
and are persuasive. Therefore, these rejections have been withdrawn. Further, the 
prior art rejection based on WO 00/04061 has been mooted by the cancellation of all 
claims so rejected. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 62 stands rejected under 35 U.S.C. 103(a) as being unpatentable over US 
3470143 to Schrageetal. 

The Schrage et al reference discloses a particle form polymerization process 
wherein highly fluorinated hydrocarbons are used as diluents. 

The reference differs from the claimed invention essentially in the use of a 
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perfluorinated diluent, rather than one comprising a hydrofluorocarbon (HFC): see the 
working examples, particularly Example 4, which details the preparation of 
polypropylene-butene-1 block copolymer by adding a solution of 1-butene in 
octafluorocyclobutane to a polypropylene reaction product and column 1, lines 31-35 
where the patentees 1 basic invention is said to relate to an innovation in slurry or particle 
form polymer reactions involving ethylenically unsaturated monomers. 

The reference, however, plainly teaches the alternativeness among various 
species of fluorocarbons, see column 4, lines 33+, where specific HFC's are equated 
with specific perfluorinated hydrocarbons as examples of acyclic and alicyclic 
fluorocarbons applicable to the disclosed process. Given an expectation of equivalent 
performance as diluent, one of ordinary skill would have been inclined to substitute an 
HFC such as difluoromethane - one of the simplest fluorocarbons mentioned in Schrage 
et al (col. 4, line 35) - for octafluorocyclobutane in any of the exemplified embodiments. 
The result would be a process within the scope of the rejected claim. 

Applicants' arguments filed December 19, 2006 have been fully considered but 
are not persuasive of error in the repeated rejection. 

Applicants 1 sole argument, that Schrage et al "fails to disclose, suggest or make 
obvious an initiator as instantly claimed" (Reply, p. 32), is simply not commensurate in 
scope with claim 62, which nowhere recites or otherwise includes this subject matter. 
The claim merely calls for "using a diluent comprising one or more hydrofluorocarbon(s) 
(HFC's)" in a polymerization process in which particles of polymer are produced. The 
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claimed process parameters are either disclosed by Schrage et al or rendered obvious 
by its teachings as detailed above. Applicants' arguments do not directly address the 
examiner's stated rationale in support of the finding that substitution of a HFC for 
octafluorocyclobutane in the polymerization medium of Schrage et al would have been 
obvious to one having ordinary skill in this art at the time of invention. 

Accordingly, the continued rejection of claim 62 is still deemed tenable and 
therefore must be maintained. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-62, 64 and 70-1 13 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-7, 
9-51, 53 and 59 of copending Application No. 10/538,900. Although the conflicting 
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claims are not identical, they are not patentably distinct from each other because they 
differ merely in matters of scope. That is, the instant claims are generic to a 
polymerization process and medium as defined by the copending application claims, as 
amended; therefore, if prior art, the copending claims would form the basis for rejection 
under Section 102. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

In view of the new ground of rejection not necessitated by amendment, this 
action is made non-final. 



Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Examiner F. M. Teskin whose telephone number is 

(571 ) 272-1 1 1 6. The examiner can normally be reached on Monday through Thursday 

from 7:00 AM - 4:30 PM, and can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, David Wu, can be reached on (571) 272-1 114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

FMTeskin/02-21-07 




